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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )S Responsive to communication(s) filed on 21 January 2005 . 
2a)£3 This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 7-79 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^ Claim(s) M9 is/are rejected. 

7) Q Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)Q accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 1 1 9 

1 2)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 0 Certified copies of the priority documents have been received. 

20 Certified copies of the priority documents have been received in Application No. . 



3.Q Copies of the certified copies of the priority documents have been received in this National §ta 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 
Remarks 

1. In response to communications files on 21-January-2005, claims 1-18 are amended per 
applicant's request. Therefore, claims 1-19 are presently pending in the application. 

Claim Rejections - 35 USC §102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

3. Claims 1-19 are rejected under 35 U.S.C. 102(e) as being anticipated by Mitchelmore 
(U.S. publication 2002/0090934). 

As to claim 1, Mitchelmore teaches a mechanism for configuring handheld 
devices (see paragraph 100), comprising: 

a website engine, for receiving user input (see paragraph 85); 

a build-to-order configuration engine; for communicating with 
developers, coordinating software licensing, arranging software downloads and 
preventing conflicts (see paragraphs 8, 18-19, 65, 100, 178, 181, and 183); 

a database engine, for managing executable code and data responsive to 
the configuration engine (see paragraphs 66 and 103), and 
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a loading station; for performing the actual downloads (see paragraphs 5 and 

103); 

wherein the loading station loads the handheld device based on user 
input received through the website engine and conveyed to the database and 
build-to-order configuration engines (see paragraphs 8, 18, 65, and 85). 

As to claim 2, Mitchelmore teaches wherein the configuration engine 
communicates automatically with the developers using a registration module (see 
paragraphs 27, 86, and 90). 

As to claim 3, Mitchelmore teaches wherein the registration module 
communicates with the developers using either pooled, generated, or 
dynamically requested communications (see paragraphs 19, 66, and 161). 

As to claim 4, Mitchelmore teaches wherein the registration module 
supports the random-key method of software registration (see figure 8 and paragraph 
111). 



As to claim 5, Mitchelmore teaches wherein the registration module 
supports the device-ID method of software registration (see paragraphs 96 and 199, table 
2). 
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As to claim 6, Mitchelmore teaches wherein the loading station further comprises 
a transfer component, which transfers data back and forth over a physical medium 
through a port, and an operating system driver layer, which handles the actual moving of 
the bits through the port over the physical medium (see figure 24 and paragraphs 30 and 
131). 

As to claim 7, Mitchelmore teaches wherein the transfer component is abstracted 
such that it sees differing connection types as the same, because the operating system 
driver layer is responsible for the actual moving of the bits (see paragraph 173). 

As to claim 8, Mitchelmore teaches wherein software drivers of the connection 
types can be added to or removed from the loading station (see paragraphs 92, 106, and 
108). 

As to claim 9, Mitchelmore teaches wherein software drivers of the connection 
types are extended from sample software modules obtained from product developers (see 
paragraphs 18 and 157). 

As to claim 10, Mitchelmore teaches wherein the build-to-order configuration 
engine contains links of which handheld applications cannot coexist with each other or 
are incompatible with specific handheld hardware (see paragraphs 59, 171, and 184). 
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As to claim 11, Mitchelmore teaches wherein the build-to-order configuration 
engine receives data from the handheld device itself through the communication port of 
the loading station (see paragraphs 8, 18, 65, and 85). 

As to claim 12, Mitchelmore teaches wherein the build-to-order database further 
comprises a database catalog which contains information about a plurality 
of handheld software products, including what Operating System (O/S) version that 
product may require, the memory consumption of that product, what other software 
applications the product may be dependant upon, and any other products/applications that 
it conflicts with (see paragraphs 15-17, 125, 126, and 131). 

As to claim 13, Mitchelmore teaches wherein the build-to-order database further 
comprises a database catalog which contains information about a plurality of handheld 
software products, including what Operating System (O/S) version that product may 
require, the memory consumption of that product, what other software applications the 
product may be dependant upon, and any other products/applications that it conflicts with 
(see paragraphs 15-17, 125, 126, and 131). 

As to claim 14, Mitchelmore teaches wherein the database engine comprises a 
database catalog which contains handheld software pricing and supplier information, lead 
time, descriptions, sales volume levels, product shots (images), and geographic sales 
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restrictions, all of which is obtained from the developers of the software (see figure 20 
and paragraph 52). 

As to claim 15, Mitchelmore teaches wherein the database engine further 
comprises a dependency checker- portion for comparing parameters related to each piece 
of software (see paragraphs 124 and 125). 

As to claim 16, Mitchelmore teaches wherein the build-to-order 
configuration engine further comprises a plurality of registration code mechanisms each 
supported by a specialized registration module (see paragraphs 19, 27, 66, 86, 90, and 
161). 

As to claim 17, Mitchelmore teaches wherein the build-to-order configuration 
engine further comprises a plurality of registration code mechanisms which can complete 
the registration process even when all software is preloaded on the handheld device (see 
figures 29 and 30). 

As to claim 18, Mitchelmore teaches wherein a customer sends an existing 
handheld device to a location having a build=to-order configuration engine, a database 
engine, and a loading station, wherein the customer accomplishes all download 
registrations without using the website engine (see paragraph 109). 
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As to claim 19, Mitchelmore teaches a method of loading software onto a 
handheld device (see paragraph 3), comprising: 

querying a build-to-order configuration engine to ensure sufficient memory is 
available to accommodate the software (see paragraphs 18-19, 100, 178, 181, and 183), 
that the desired software has no conflicts with any other software desired by the user, and 
that the handheld device O/S (Operating System) can accommodate the software (see 
paragraph 5); 

querying the handheld device to ensure sufficient memory is available, and 
reporting an error back to the user if necessary (see paragraphs 100 and 182); 

if necessary, prompting a user to order additional memory such as on a memory 
card; and locating the software program on the memory card where possible (it will by 
obvious to have a memory card to load software if the memory of the handheld is full). 

Response to Arguments 
4. Applicant's arguments filed 21-January-2005 with respect to the rejected claims in view 
of the cited references have been fully considered but they are not found persuasive: 

In response to applicants' arguments that "examiner is relying on to reject the 
claims must be supported by the provisional application with a filing date prior to March 
7, 2001", the arguments have been fully considered but are not deemed persuasive. See 
MPEP under 2136-35 U.S.C.102 (e) (See MPEP § 2136.03) where explanation is given 
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that the use of references with provisional application date, and see under 706-rejection 
of claims (see MPEP § 706.02). 



In response to applicants' arguments that Mitchelmore "fail to disclose a built-to- 
order configuration engine", the arguments have been fully considered but are not 
deemed persuasive, because Mitchelmore teaches "At least one embodiment of the 
invention provides improved utility in that it allows originators of content and 
applications, e.g., data content providers, software developers, enterprises, customer 
service, etc. to implement content delivery and management in a more effective and 
efficient manner that reduces disruption of their ongoing business", (see Mitchelmore , . 
paragraph 18). 

"The main installation package may be implemented using or compatible 
with various technologies, e.g., InstallShield or other products used by software 
developers to package software so that users can install and uninstall it easily and safely", 
(see Mitchelmore , paragraph 183). 

Conclusion 

5. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 
706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of the 
advisory action. In no event, however, will the statutory period for reply expire later than 
SIX MONTHS from the mailing date of this final action. 

6. Any inquiry concerning this communication or earlier communications from the 

examiner should be directed to Belix M. Ortiz whose telephone number is 571-272-4081. 
The examiner can normally be reached on moday-friday 9am-5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Dov Popovici can be reached on 571-272-4083. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 
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SAM RIMELL 
PRIMARY EXAMINER 



